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Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

Manni ngton Carpets, Inc. seeks registration of the mark
LI FELI NES on the Principal Register for goods identified as
“resilient vinyl floor coverings” in International C ass 27.1

This case is now before the Board on appeal fromthe
final refusal to register based upon Section 2(d) of the

Trademark Act, 15 U. S.C. 81052(d). The Trademark Exam ning

! Application Serial No. 76/328,230, filed on Cctober 23, 2001,
is based upon applicant’s allegation of a bona fide intention to
use the mark in comerce. On March 22, 2002, applicant filed an
anmendnent to allege use claimng January 1, 2002 as the date of
first use of the mark anywhere and in interstate comerce.
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Attorney has held that applicant’s mark, when used in
connection with resilient vinyl floor coverings, wll so
resenble the mark LI FELINES that is registered for

“wal | covering nade primarily of plastic,” also in
International Cass 27,2 as to be likely to cause confusion,
to cause m stake or to deceive.

Responsive to the refusal to register, applicant argues
that there would be no likelihood of confusion in this
i nstance because neither registrant nor applicant has
diversified into each other’s specific goods, the Trademark
Exam ning Attorney has provided no evidence as to the fane
of registrant’s mark, and applicant’s goods are sold by
sal es representatives to sophisticated purchasers working
for institutions such as hospitals and nursing hones.

By contrast, the Trademark Exam ning Attorney contends
that both products are used for “interior construction or
renodel i ng type purposes” (Trademark Exam ni ng Attorney
appeal brief, unnunbered page 5), that the record
denonstrates that these respective goods nove in the sane
channel s of trade, and that there is no requirenent for the
Trademar k Exam ning Attorney to prove the fane of a

registered mark in a setting such as this.

2 Regi stration No. 1,904,522, issued on July 11, 1995, Section
8 affidavit accepted, Section 15 affidavit acknow edged.
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Bot h applicant and the Trademark Exam ni ng Attorney
have fully briefed the case. Applicant did not request an
oral hearing before the Board.

W affirmthe refusal to register.

In the course of rendering this decision, we have

foll owed the guidance of Inre E. 1. du Pont de Nenours &

Co., 476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973).
The du Pont case sets forth the factors that should be
considered, if relevant, in determning |ikelihood of
confusion. In considering the evidence of record on these
factors, we nmust keep in mnd that “[t] he fundament al

i nqui ry mandat ed by 82(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods

and differences in the marks.” Federated Foods, Inc. v.

Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976) .

As noted by the Trademark Exam ning Attorney herein,
appl i cant has adopted as its mark the word LI FELI NES — which
is identical in every way to registrant’s prior mark.

Hence, when both registrant and applicant are using or
intend to use the identical designation, “the relationship
bet ween the goods on which the parties use their nmarks need
not be as great or as close as in the situation where the

mar ks are not identical or strikingly simlar.” Antor, Inc.
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v. Antor Industries, Inc., 210 USPQ 70, 78 (TTAB 1981). See

also Inre Shell GI Co., 992 F.2d 1204, 26 USPQd 1687,
1689 (Fed. Cir. 1993) (“[E]ven when goods or services are
not conpetitive or intrinsically related, the use of
identical marks can lead to an assunption that there is a
comon source”).

Accordingly, we turn to the simlarity or dissimlarity
and nature of the goods as described in the application and
cited registration. Registrant’s product is designed to
cover walls, while applicant’s product is intended to cover
floors. Both are made of simlar materials. Vinyl is a
type of plastic. Applicant concedes that these goods may
wel | “coexist in the sanme broad i ndustry” but argues that
the record does not denonstrate that sophisticated
purchasers woul d assune that vinyl floor coverings and
pl astic wall coverings originate with the sane source, even
when sold under identical nmarks. W disagree.

The record contains anple evidence of the rel at edness
of these goods. Excerpts from Lexis/Nexis, from Thomas’
Regi ster and from specific sites on the Internet al
denonstrate that the same manufacturers and merchants nake
and sell plastic wallcoverings and vinyl floor coverings.
The file also contains nore than a dozen third-party federal

trademark regi strations where the same nmark is registered
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for both wallcoverings and floor coverings. Wile such
registrations are admttedly not evidence that the different
mar ks shown therein are in use or that the public is
famliar wwth them they neverthel ess have sone probative
value to the extent that they serve to suggest that the
goods listed therein are of the kinds which may enanate from

a single source. See Inre A bert Trostel & Sons Co., 29

UsP2d 1783, 1785-86 (TTAB 1993) and In re Micky Duck

Mustard Co. Inc., 6 USPQ2d 1467, 1470 (TTAB 1988) at n. 6.

The fact that applicant has never decided to expand
into wal | coverings and that perhaps registrant has never
expanded into floor coverings is not relevant to our
inquiry. Rather, the record shows clearly that other
manuf acturers and nerchants nake and sell both formnms of
interior decorating materials.

As to the simlarity of established, |ikely-to-continue
trade channels, applicant argues that its vinyl floor
coverings will be marketed in distinct channels of trade —
to institutional purchasers such as hospitals and nursing
hones. However, we note that the goods are identified with
no restrictions as to trade channels or purchasers in either
the application or the registration. The Board nust
determ ne the issue of |ikelihood of confusion on the basis

of the goods as identified in the application and the
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registration. See Canadi an | nperial Bank of Commerce,

Nat i onal Association v. Wlls Fargo Bank, 811 F.2d 1490, 1

UsP2d 1813 (Fed. Cr. 1987). Thus, the Board nust consider
that registrant’s and applicant’s respective goods could be
offered and sold to the sane class of purchasers through al

normal channels of trade. See Cctocom Systens Inc. v.

Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd

1783 (Fed. Cir. 1990); and In re Smth and Mehaffey, 31

USPQ2d 1531 (TTAB 1994).

Simlarly, when considering the conditions under which
and buyers to whom sal es are nmade, applicant argues its
purchasers will be careful, sophisticated purchasers.
Applicant nakes no showing in support of this allegation,
and it certainly does not follow fromthe identification of
goods. Accordingly, we nust assune that applicant and
regi strant are both marketing their respective goods to the
sanme group of ordinary purchasers. Moreover, when the marks
are identical in every respect, even sophisticated
purchasers may be prone to confusion when the sane termis
used on such closely rel ated goods.

As to the fane of the prior mark, applicant is correct
that the file contains no information on this point.

However, the term LI FELI NES appears to be arbitrary as

applied to wall coverings, and hence is inherently distinct
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as a source indicator. In an ex parte context such as the

i nstant case, involving as it does identical marks applied
to rel ated goods, where there has been no indication of any
weakness in the cited mark, it is clearly not incunbent upon
the Trademark Exami ning Attorney to denonstrate that the
cited mark has attained sone degree of fame in order to
prevail when applying the du Pont factors. Although our
primary review ng court has held that the fane of a

registered mark is relevant to |ikelihood of confusion, the

converse is not true, i.e., likelihood of confusion is not
precluded by a registered mark’s not being fambus. Inre
Mpjestic Distilling Co., __ F.3d ___, 65 USPQ2d 1201, 1205

(Fed. G r. 2003).

In conclusion, with identical, inherently distinctive
mar ks applied to rel ated goods that nove in the sanme
channels of trade to the sanme ordinary purchasers, all the
rel evant du Pont factors favor an affirmance of the

Trademar k Exam ning Attorney’s refusal to register herein.

Decision: The refusal to register under Section 2(d)

of the Trademark Act is hereby affirned.



